
In the second of our series on Chinese patent practice, we 
look at amendments. The approach of the SIPO (the Chinese 
Patent Office) with respect to claim amendments is much 
more restrictive than many other jurisdictions, in particular the 
US. Therefore there are some important points to watch out 
for.

Firstly, voluntary amendments may only be filed when 
requesting examination or within 3 months of notice of entry of 
the application into substantive examination. After that any 
amendments may only be made in direct response to 
objections by the Examiner, or with the Examiner’s consent. 

After the period for voluntary amendments has passed, 
amendments during examination must be in direct response to 
the objections raised in an office action, or allowed by special 
consent of the Examiner. In general it is not allowed to 
introduce new independent claims. Furthermore, it is not 
allowed to enlarge the scope of the independent claims as 
examined, even if the amendment is supported by the 
description. Take, for example, the case that claim 1 refers to a 
“ring made of steel”, while the description states that “the ring 
may be made of steel or aluminum”. After the period for 
voluntary amendments has passed, it is not allowed to amend 
claim 1 to align with the broader scope of the description (“a 
ring made of steel or aluminum”). If protection for a ring made 
of aluminum is desired, then a divisional application must be 
filed. 

Secondly, all claim amendments must have clear and 
unambiguous basis in the description and/or claims as 
originally filed. The SIPO applies this requirement very 
stringently and is much stricter than the US Patent Office in 
this respect. If possible, it is best that claim amendments use 
exactly the same language, word for word, as the detailed 
description. Amendments based solely on the drawings are 
almost never allowed.

Particular attention has to be paid to make sure that the 
proposed amendment does not introduce new possibilities 
which were not disclosed in the original application. For 
example, if original claim 1 refers to “a box which is open at 
one side” and the description and accompanying diagrams 
show a box which is open at one side and glued at the other 
three sides; then it will not be allowed to amend the claim to 
refer to “a box having at least one open side”, because the 
original application discloses only an embodiment in which 
one side is open, but does not disclose the possibility that 
more than one side may be open.

The SIPO is perhaps even stricter than the European Patent 
Office in that it often insists that claim amendments have 
substantive basis and not just formal basis. Therefore, it is not 
always possible to use the statements of invention or 
sentences from the summary of the invention, as the basis for 
claim amendments. For example, suppose that the summary 
of the invention says that feature A is preferable and separately 
that feature B is preferable. If the detailed description only 
discloses embodiments with both A and B, then the Chinese 
Patent Office may well not allow claim 1 to be amended to 

include A only or B only, but may insist that A+B are claimed in 
combination.

Furthermore, claims must be ‘supported’ by the description 
across their entire breadth. This requirement of ‘support’ 
applies both to new amendments and to the originally filed 
claims. Generalization of a specific feature is only allowed if 
sufficient alternatives to the specific feature are disclosed in 
the description; this is especially true of means plus function 
claims. In general, at least three different examples must be 
given before generalized claim language is allowed. 

Chinese Examiners often use an objection of ‘lack of support’ 
to force the applicant to narrow the scope of the claims, 
without referring to any prior art. However, any amended 
claims are often rejected as adding subject matter not present 
in the original application, unless word for word basis can be 
found in the description.  Therefore, applications must be 
drafted carefully to use broad language and mention lots of 
variations, otherwise only very narrow protection may be 
possible.

The best strategy when facing a ‘lack of support’ objection is 
to emphasise to the Examiner that the claims are patentable 
and solve a technical problem.  Examiners can sometimes be 
persuaded that it is unfair to the applicant to restrict the claims 
further if they believe that the invention is a good one. In 
addition, it is often advisable to make a minor clarifying 
amendment and then conduct a telephone interview with the 
Examiner to persuade him further. 

Another strategy to avoid or minimize ‘added subject matter’ 
objections is to base the Chinese claim amendments on 
amendments filed on the corresponding European, British or 
Australian applications rather than amendments filed in the US 
where practice is less strict. Finally, cosmetic re-wording of the 
claims should also be avoided as it is costly in terms of 
translation and often rejected as an unallowable ‘voluntary’ 
amendment, or as not having basis in the original application 
due to the extremely strict approach taken by Chinese 
Examiners.

Daniel Holt 
dholt@marks-clerk.com

2
ReMarks China IP Update/Winter 2010

Chinese patent law practice - amendments 



3
ReMarks China IP Update/Winter 2010

Using the PCT to first file in China has unexpected benefits

As mentioned in our article on security 
clearance, from 1st October, 2009, it 
has been a requirement that, if an 
invention is made or accomplished in 
China, the application must either be 
filed in China first or a foreign filing 
license must be obtained from the SIPO 
(the Chinese Patent Office) before first 
filing the application in another country.  
However, even where the application is 
filed in China first as a regular Chinese 
patent application, a separate request 
for a foreign filing license must be filed 
with the Patent Office.  The need to file a 
separate request for a foreign filing 
licence does not apply to an 
international (PCT) patent application 
first filed in China.  Therefore, filing a 
PCT application in China as a first 
application for an invention made in 
China has a distinct advantage over 
filing a regular Chinese patent 
application.  Furthermore, a PCT 
application can be filed in China in 
English.

A significant advantage of filing a PCT 
application in English in China is that, for 
a subsequent national phase application 
in China derived from the PCT 
application, the original English text of 
the PCT application is the authentic 
(source) text of the Chinese national 
phase application (Article 110 of the 
Regulations).  This is significant in that, if 
problems are encountered when 
prosecuting the Chinese national phase 
application in its translated Chinese text 
due to translation errors, the applicant 
can return to the original English text 
and seek correction of the translation 
errors.  This is not possible with a 
regular Chinese application which has 
been translated prior to filing from an 
English source text such as say a US 
patent application text, because the 
Chinese translation text is considered 
the authentic text of the regular Chinese 
application.

The skills required of a translator to 
translate from one language to another 
are: 1) the translator’s mother tongue 
language should be the target language; 
2) linguistic expertise in the source 
language; 3) good knowledge of patent 
specification terminology; and 4) good 

knowledge of technology of the 
specification being translated.  In most 
countries the number of people with this 
skillset is very small. In China this is a 
particular problem as, despite its size, 
there are far fewer translators with the 
required skills to translate from Chinese 
to another language than to translate 
from English to Chinese.

Consequently it is common for Chinese 
language specifications to first be 
translated into English and to be 
subsequently translated into a further 
language such as German, French, etc. 
for foreign filing.  This creates a double 
translation error jeopardy which is 
unlikely to be encountered with 
specifications initially drafted in English 
due to the greater spread of translators 
with expertise in English and a foreign 
mother tongue language.  Therefore, 
filing a PCT application in China in 
English as a first application for an 
invention made in China has the further 
advantage of facilitating less error prone 
translations into other languages for 
PCT national phase applications.

Another issue that affects the choice of 
language to draft a patent specification 
is that, for historical reasons, English 
speaking attorneys generally have a 
greater understanding of and 
experience in the language 
interpretation issues affecting patent 
specification in other jurisdictions in 
addition to their own and are therefore 
less inclined to draft with the 
requirements of only their home 
jurisdiction in mind.

Therefore, using the PCT to first file in 
China an English language PCT 
application initially prepared by an 
English speaking attorney for an 
invention made or accomplished in 
China has benefits including: of meeting 
the new requirement to first file in China, 
but without requiring the filing and 
docketing of a separate foreign filing 
request; preserving English as the 
authentic text (source language) for 
subsequent PCT national phase 
applications thereby facilitating 
translation into other languages and 
reducing the likelihood of translation 

errors; and taking advantage of the 
broad jurisdictional expertise common 
to English speaking patent attorneys.

Ewan Bewley
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Bayer wins 
infringement suit 
in Jiangsu

Bayer CropScience AG recently 
successfully enforced a Chinese patent 
against two companies in Jiangsu. This 
shows that it is possible to enforce IP 
rights in various provinces in China and 
not just the major cities of Beijing, 
Shanghai and Guangzhou. 

Bayer alleged that two Chinese 
companies Jiangsu Tianrong Group and 
Yixing Huadong Agro-Chemical Co were 
unlawfully manufacturing one of their 
proprietary products and selling it to 
farmers in China as well as exporting to 
other countries in Asia. The product 
Mefenpyr-diethyl is an additive used as a 
safener to promote rapid degradation of 
herbicides, preventing damage to crops. 

A patent infringement law suit was lodged 
with Wuxi Intermediate People’s Court in 
2008. In January 2009 the Wuxi 
Intermediate Court ruled in favour of 
Bayer CropScience AG, but the two 
defendants appealed to the Jiangsu High 
Court in March 2009. However the lower 
instance decision became effective when 
the two Chinese companies withdrew 
their appeal. The Jiangsu High Court in 
Nanjing mediated a settlement. The two 
Chinese companies undertook to stop 
infringing acts, pay damages and make a 
public apology.

While it is often thought that it is difficult to 
enforce patent rights in China, this case 
shows that it can be possible to obtain 
favourable decisions and resolve IP 
disputes relatively quickly. 
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Security clearance for inventions made in China
Recent changes in Chinese law mean 
that, since 1 October 2009, applicants 
have been required to apply for security 
clearance from the SIPO (the Chinese 
Patent Office), before filing a patent 
application abroad for inventions made 
in China. This is an important change, 
because failure to obtain security 
clearance before filing abroad will result 
in any corresponding Chinese patent 
application being rejected or declared 
invalid. In addition, if the invention does 
in fact relate to national security or 
interests, then filing abroad without 
permission from the SIPO is a criminal 
offence under Chinese law.

When is security clearance required?

Security clearance to file abroad is 
required for all inventions for which “the 
essence of the technical solution was 
completed within the territory of China”. 
As the “essence of the technical 
solution” is not yet clearly defined, we 
recommend that if the invention is a 
collaboration between inventors working 
in China and inventors working abroad, 
then security clearance should be 
applied for. 

How to request security clearance

There are three ways of requesting 
security clearance:-

1)	 Request based on a Chinese patent 
application. A request for security 
clearance may be submitted either 

simultaneously with the application or 
at a later date. Permission for foreign 
filing must be explicitly requested; 
simply filing the first application in 
China is not sufficient.

 2)	 File an independent request for 
security clearance, e.g. if the first 
patent filing is to be made outside of 
China.  In this case it is necessary to 
submit a written description of the 
invention together with the request. 
The description must be translated 
into Chinese.

3)	 File a PCT application at the SIPO as 
the Receiving Office. The PCT 
application may be filed in Chinese or 
in English. The SIPO will 
automatically carry out security 
clearance for filing abroad.

How long does security clearance 
take?

According to the new rules, the SIPO 
must notify the applicant of the result 
within 4 months of the request, and if no 
notice is received within 4 months then 
the applicant may file abroad. The SIPO 
may issue a notice indicating that further 
investigation is needed. In that case the 
SIPO will issue a final decision within 6 
months. If the applicant does not receive 
further notice within 6 months of the 
initial request, then they may file abroad.  
Thus in theory it may take as long as 6 
months, but in practice in the majority of 
cases we have seen so far, security 

clearance has been granted within 1-2 
months.

If a PCT application is filed at the SIPO, 
then the filing receipt should indicate the 
result of the secrecy examination. 
Usually the filing receipt will issue within 
1-3 months. 

If protection in Taiwan is required

It is important to note that the Taiwanese 
Patent Office will not accept a priority 
claim from a Chinese patent application. 
However the Taiwanese Patent Office 
will accept a priority claim from a PCT 
application filed at the SIPO. Therefore, if 
an invention was made in China and the 
applicant desires protection in Taiwan, 
the best strategy may be to file a PCT 
application at the SIPO and then file 
an application in Taiwan claiming 
priority from the PCT application. If 
the applicant does not wish to file a PCT 
application, they must bear in mind that 
the Taiwanese filing date may be 
delayed by as much as six months due 
to the need to obtain security clearance 
and that the Taiwanese patent 
application will not be able to claim the 
priority date of any earlier Chinese patent 
application. 

Daniel Holt and Daniel Chen
dholt@marks-clerk.com
dchen@marks-clerk.com

Beijing office
Tongheng Tower, Room 603
4 Huayuan Road, Haidian District
Beijing 100088
T: +86 10 6238 5058
E: beijing@marks-clerk.com 

Shanghai office
35/F Citic Square, Suite #3555
1168 Nanjing Xi Lu
Shanghai 200041
T:	+86 21 51178922 
	 +86 21 51178920
E: shanghai@marks-clerk.com

Hong Kong office
Level 9, Cyberport 1
100 Cyberport Road
Pok Fu Lam
Hong Kong
T:	+852 2526 6345
	 +852 2526 5654
E: hongkong@marks-clerk.com

Marks & Clerk contact details



of patentability applied by the Chinese 
Patent Office, in prosecution and 
invalidation actions, where such features 
are deemed to be anticipated by any 
means which is capable of carrying out 
the function. It is possible that the Chinese 
Patent Office will revise the Examiner’s 
Guidelines to reflect the new narrower 
interpretation applied by the Courts.

Articles 8-11 relate to infringement of 
registered designs or ‘design patents’ as 
they are known in China.  A registered 
design is infringed if an article a) has a 
same or similar design and b) is the same 
or a similar class of product to the class of 
product in respect of which the design is 
registered. The class of product is 
determined primarily by the use of the 
product, but also with reference to the 
international classification and the brief 
description. The similarity of the design is 
determined by reference to the overall 
visual impression, discounting internal and 
functional features, but paying particular 
attention to those features which are 
“easily exposed to direct observation in 
normal use” and those features which 
distinguish the patented design from the 
prior art.

Articles 12-18 relate to other infringement 
and enforcement issues. Article 16 
restricts an account of profits to those 
profits obtained by infringement of the 
patent right itself and disregards gains 
generated by other rights (e.g. trade 
marks). If the product infringing the patent 
right is a component of a separate 

product, then the court determines the 
damages based on the value of the 
component itself and its role in achieving 
the profits of the finished product. We 
believe this Article may be in response to 
the very large damages awarded in the 
Chint v. Schneider case.

Article 18 sets out the circumstances in 
which a Declaration of Non-Infringement 
may be applied for. In order to prevent the 
alleged infringer from pre-emptively 
selecting the forum, it is not open to 
anyone to file a request for a Declaration 
of Non-Infringement. Rather, if the 
patentee issues a cease and desist letter, 
then the party to whom the letter is 
directed may send a reminder letter to the 
patentee asking them to take action or 
withdraw the warning. If the patentee 
does not file a law suit or withdraw the 
warning within 1 month of receipt of the 
reminder (or two months of its issuance), 
then the accused party may file a request 
for Declaration of Non-Infringement.

Article 19 stipulates that the judicial 
interpretation applies to acts carried out 
on or after 1 October 2009. Article 20 
states that in the case of contradiction 
between this judicial interpretation and 
earlier judicial interpretations, this one 
shall prevail.
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Supreme Court issues guidelines for patent infringement cases

On 21 December 2009, the Supreme 
People’s Court published a judicial 
interpretation to be applied in cases of 
patent infringement. 

The judicial interpretation contains 20 
Articles. Some of these formalise certain 
well-established principles for the benefit 
of local courts with less experience of 
patent matters, while others introduce 
new features to the law. We summarise 
the main points below.  

Articles 1-7 relate to the interpretation of 
patent claims. They make it clear that the 
principle of ‘redundant designation’ has 
been abolished and that ‘inconsequential 
features’ in the claims cannot be ignored. 
A product or process only infringes a 
claim if it has all of the features of the claim 
or equivalent features. Articles 3, 5 and 6 
make it clear that Prosecution History 
Estoppel applies in China. Observations 
made during examination or invalidation 
proceedings can be used to guide the 
interpretation of the claims, whether or 
not the doctrine of equivalents is asserted. 
Furthermore, ‘technical solutions’ which 
have been abandoned by amendment, or 
which are in the description but not in the 
claims, cannot be asserted in infringement 
actions. 

According to Article 4, when determining 
infringement, Courts should interpret 
functional features of the claims, such as 
“means for...”, as covering only the 
embodiments disclosed in the 
description. This differs from the standard 
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